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LETTER FOR PCT ARTICLE 19 AMENDMENT OF CLAIMS 

(PCT SECTION 205) 

1 . Applicant herewith submits replacement sheets(s) number(ed) 14 - 1 5 to replace 
sheet(s) number(ed) 14 - 15, originally filed for this application. 

2. In respect of each claim appearing in the international application based on the 
replacement sheets submitted herewith, and in accordance with PCT Section 205, the 
following claim(s) is/are: 

(i) unchanged: claim(s): 2-4, 6-8, 10 

(ii) cancelled: claim(s): none 

(iii) new: claim(s): none 

(iv) replacement of one or more claims as filed, as follows: 1, 5, 9, 1 1-17 

(v) the result of the division of one or more claims as filed, as follows: none 

Dear Sir: 

This letter responds to the Search Report dated 13 January 2000, 

Substitute Claim Sheets 

Please substitute the attached substitute claim sheets numbered 14 & 15 for the 
previously filed claim sheets numbered 14 & 15. Claim 1 is amended to recite that (a) the 
individualized commercials are created subsequent to selecting the prospects, (b) each of at 
least some of the targeted prospects receive an individualized commercial, (c) the 
individualized commercials are created rather than merely being produced, and (d) the 



1 




Practitioner's Docket No. 604.10-PCT 

targeted prospect for the campaign are selected at least in part based upon a meirketing 
characteristic. Claims 5 and 9 are amended to improve clarity. Claims 11-17 are amended 
to recite "creation" and "creating" rather than "production" and "producing". 

Cited References 

The Office indicated that all claims are anticipated by Angles et al. (US 593381 1), 
Robinson (5918014) or Dedrick (5717923). The applicant disagrees with that assessment 
for the reasons set forth immediately below, especially as the claims have been amended 
herein. 

Angles et al. 

The Angles et al. abstract teaches that "upon receiving the advertising request, the 
advertising computer generates a custom advertisement based upon the consumer's profile." 
Other supporting language in the specification proper is similar. In the Summary of the 
Invention section. Angles et al, state that his system provides "an on-line advertising service 
which can customer tailor specific advertisements to particular consumers and track 
consumer responses to the advertisements" (Spec. col. 2, lines 45 - 49). The term 
"customized advertisements" is also employed at spec. col. 3, lines 14, 18-19, again at col', 
13, line 49, and elsewhere throughout the specification. 

While this may sound somewhat similar to the subject matter of the pending claims 
if the exact language is taken out of context, there are huge differences once the entire 
specification is considered. Careful reading of the specification reveals that Angles et al. 
interpret the term "custom advertisement" to mean custom selection of a pre-existing 
advertisement , rather than in the custom creation of new advertisements as presently 
claimed. 

Basically, Angels et al. teach an advertising computer 1 8 using "a consumer profile 
to select an appropriate advertisement from tlie advertisement database 70". (spec. col. 15, 
beginning line 22). That advertisement is then stored on the consumer's own computer 12 
in a storage area described as the advertising storage medium 44 (col. 1 1 , line 66 to col. 12, 
lines 11). The advertising computer 18 then directs the consumer's computer 12 to fetch a 
web page from a content provider computer 14, to add one of the advertisements previously 
stored on the consumer's computer as an insert, and then display the web page with 
advertising insert to the consumer (spec. col. 12, lines 41-60). 

It is thus the web page that is being customized adding a carmed advertisement, not 
customization of the advertisement itself. Even where Angles et al. refer to the insert 
containing a customized advertisement (spec. col. 12, line 57), that advertisement is only 
customized to the extent that is has been selected from a group of preexisting advertise- 
ments. To use Angles et al.*s own words, "[t]he advertising module 62 uses the consumer 
member code 22 to obtain a consumer member profile from the registration database 68. . . . 
the advertising module then uses the consumer profile to select an appropriate 
advertisement from the advertisement database 70." (Spec, col, 1 5, lines 20-25, emphasis 
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added). In short. Angle's entire customization process as far as advertisements are 
concerned is selection of pre-existing advertisements, not creation of new advertisements; 

Since this distinction may not have been claimed as clearly as possible in the 
originally filed claims, claim 1 (and all other claims by virtue of their dependency on claim 
1) are amended herein to recite that the individualized commercials are created subsequent 
to selecting the prospects. To further clarify matters, additional modifications are made to 
recite that (a) each of at least some of the targeted prospects receive an individualized 
commercial, and (b) that the individualized commercials are created rather than merely 
being produced. 

Claim 1 is thus amended as follows: 

1 . A method of conducting an advertising campaign, comprising: 
selecting a plurality of targeted prospects for the campaign; 
identifying a marketing characteristic for at least some of the targeted prospects; 
defining a group of components to be included in the campaign, for which there are 

at least two alternatives; 
subsequently creating a new indivi dualized commercial for each of the at least some 

of the plurality of targeted prospects [producing a number of individualized 

commercials] by automatically assembling at least one of the alternatives for 

each of the components in the group based at least in part upon on the 

marketing characteristic; and 
electronically transmitting at least one of the individualized commercials to a 

recipient having the marketing characteristic upon which the commercial 

being transmitted was based. 

There are several other limitations recited in the dependent claims that are not 
satisfied by Angles et aL Claim 2 recites that at least some of the commercials are 
transmitted as executable files. There is no teaching, suggestion or motivation in Angles et 
al. to use executable files. Angles et al. contemplate using the advertisements as inserts in 
web pages, which means that they are executed by the web browser rather than being 
executable files themselves. 

Claim 3 recites authentication of the executable files. Not only does Angles et al. 
fail to teach transmitting the advertisements as executable files, but there is no teaching, 
suggestion or motivation in Angles et al. to authenticate the files. 

Claim 5 (as amended) recites creating the individualized commercials using a 
marketing characteristic obtained from information provided in response to a previous 
electronic commercial. There is no teaching, suggestion or motivation in Angles et ai. to use 
a marketing characteristic obtained from a response to a previous commercial. Angles et al. 
contemplate that information obtained about the consumer is inputted through a registration 
form (spec, col. 16, beginning line 57). There is no indication that the registration form is 
completed in response to a previous commercial , let alone a previous individualized 
commercial. 
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Claims 6, 7, 8, and 16 recite inclusion of a video clip in an individualized 
commercial. There is no teaching, suggestion or motivation in Angles et al. to use video 
clips in the advertisement, as opposed to a web page that displays the advertisement as an 
insert. 

Claim 10 recites that the commercial is transmitted as using Internet e-mail. There is 
no teaching, suggestion or motivation in Angles et al. to send the commercial via e-mail , 
and in fact Angles at al. would much more likely transmit their contemplated 
advertisements using some other media because they are loaded from the advertiser's 
computer onto the consumer's computer in background mode. 

Claims 11, 12, and 16 (as amended) recite transmitting of at least 10% of the 
commercials occurs within 24. 2, and 24 hours of their creation , respectively. These 
limitations are completely contrary to Angles, et al., that teach selecting and transmitting 
pre-formed advertisements to the consumers. Since the advertisements are intended to be 
included as inserts in web pages of content providers, it is extremely likely that the 
advertisements would be prepared weeks or even months in advance so that the content 
provider's could approve or disapprove of having their content being used in conjunction 
with the advertisements. There is no teaching, suggestion or motivation for the claimed 
time limits. 

Claims 14,15, and 17 (as amended) recite creating an average of at least one of the 
individualized commercials for every 50.10, and 500 of the targeted prospects , respectively. 
These limitations are also completely contrary to Angles, et al., that teach selecting and 
transmitting pre-formed advertisements to the consumers. Since the advertisements are 
intended to be included as inserts in web pages of content providers, it is extremely likely . 
that there would be only a relatively limited number of advertisements so that the content 
provider's could approve or disapprove of having their content being used in conjunction 
with the various advertisements. 

Robinson 

Robinson teaches systems for determining which of many pre-existing advertise- 
ments to select and send to which recipients, based upon classification of each recipient into 
a "community" of others having similar preferences with respect to non-advertising 
"content". (Spec, col. 1, line 66 - col. 2, line 3). Different recipients do indeed get 
different advertisements, but those advertisements are not created individually for the 
various recipients as presently claimed. 

Here again there is no anticipation because the reference teaches custom selection of 
pre-existing advertisements , not creation of new advertisements following identification of a 
target population that is to receive the advertisements. Even Robinson claim 1 recites that 
the advertisements are merely selected from a pre-existing group ("means for determining 
which of the one or more advertisements to show the subject based on characteristics of the 
subject's community"). 
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Other citations demonstrating this distinction abound. For example, in the Summary 
of the Invention section Robinson teaches sending out a new ad "randomly or on a fixed 
schedule to a certain number of users" to obtain information on the kinds of advertisements 
those users want to see. Such ads are definitely not individualized to recipients because the 
same ad is sent out indiscriminately to the entire group. Robinson also teaches that "[a] 
number of factors can be used by the software in determining which ads to show." Use of 
the term "which ads" necessitates there being pre-existing ads, rather than creating new ads 
for individual recipients as presently claimed. As another example, Robinson teaches 
rotating a recipient through a series of advertisements (spec, col. 4, lines 55-67). The fact 
that there is a series of ads to be rotated through impHes that the ads are not individualized 
to specific recipients. Still further, advertisers are given an opportunity to select which ads 
would be displayed with which content - which again through implies that the ads are pre- 
existing, and not individualized to specific recipients, (spec, col. 5, line 27-42). 

There are several other limitations recited in the dependent claims that are not 
satisfied by Angles et al. Claim 2 recites that at least some of the commercials are 
transmitted as executable files. There is no teaching, suggestion or motivation in Angles et 
al. to use executable files. Angles et al. contemplate using the advertisements as inserts in 
web pages, which means that they are executed by the web browser rather than being 
executable files themselves, 

Robinson is no better at anticipating the dependent claims than Angles et al. With 
respect to claim 3, or example, Robinson fails to teach transmitting of advertisements as 
executable files , and there is no teaching, suggestion or motivation in Robinson to 
authenticate the files. The entire discussion assumes that the user is viewing content (and 
indeed the advertising) with a web browser. The Smart Ad Box described at Spec, col. 4, 
beginning at line 38, is very much assuming that the user is accessing advertising through a 
web site, which assumes the use of a web browser. There is certainly no teaching, 
suggestion or motivation to download advertising to the user in the form of an executable 
file. 

With respect to claim 5 (as amended), Robinson fails to teach using a marketing 
characteristic obtained from a response to a previous commercial , let alone a previous 
individualized commercial. 

With respect to claims 6, 7, 8, and 16, Robinson fails to teach, suggest or motivate 
one to use video clips in the advertisement , as opposed to a web page that displays the 
advertisement as an insert. 

With respect to claim 10, Robinson fails to teach, suggest or motivate one to use 
e-mail to transmit commercials . Robinson teaches the contrary, placing of advertisements 
in web pages referred to as Smart Ad Boxes (spec, col. 4, beginning line 7). 

With respect to claims 11, 12, and 16 (as amended), Robinson fails to teach, suggest 
or motivate one to transmit commercials within a specified time of their creation. 
Moreover, Robinson is similar to Angles et al. in teaching that content providers would 
have decision making control over advertisements used in conjunction with their content. 
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That teaching only makes sense if the advertisements are produced weeks or months before 
their use, not hours or days as claimed. 

The same applies to claims 14,15, and 17 (as amended). Robinson fails to teach, 
suggest or motivate one to create individualized commercials at all - instead opting to 
custom select advertisements from a storehouse of previously designed commercials. 

Dedrick 

Dedrick teaches "dynamically customizing electronic information" using a content 
adapter that relics upon information in a personal profile database. Here again, the language 
may sound somewhat similar to the presently claimed subject matter, but only if it is taken 
out of context. 

For one thing, Dedrick contemplates that a client system (i.e., the computer of a 
consumer or recipient) stores both the personal profile database and a content adapter. 
When generic advertisements are transmitted to the client system, the content adapter 
modifies the advertisements and presents them to the client. That teaching runs directly 
contrary to the presently claimed subject matter because it pre-supposes transmission of 
generic, unmodified advertisements. The pending claims all require transmission of 
individualized commercials to a recipient, not generic advertisements that are subsequently 
individualized. 

In addition, Dedrick contemplates that the consumer will himself order the 
advertisement, rather than the consumer being the target of an advertising campaig n. 

Still further, Dedrick contemplates that the advertisement is modified according to a 
CQfigumCT prefi^r^nce, as opposed to a marketing characteristic as presently claimed. Thus, 
Dedrick contemplates that the consumer's content adapter would modify a generic 
advertisement to display a preferred color scheme, or perhaps to use text rather than audio. 
(Spec, col. 4, lines 44-65). That sort of preference is different from a marketing 
characteristic such as gender, age, income level, and so forth as set forth in the pending 
specification. (eCommercial spec, page 6, lines 1-5). 

The differences between Dedrick and the presently claimed subject matter are are 
not merely design choices. Dedrick purposely locates the personal profile database at the 
client side (consumer's computer) because he is concerned about privacy of any personal 
information (see e.g., spec, at col. 1, lines 51-58). In preferred embodiments the user even 
gets to modify his profile, which is generally not true of profiles held by advertisers. 
Dedrick also locates the content adapter at the client side, (see figures), presumably because 
that makes distribution of the advertisements relatively easy. 

Turning to the dependent claims, we again see that the various additional limitations 
are not satisfied by the reference. Dedrick is completely silent on the idea of transmitting 
commercials as [stand-alone] executable files (claim 2), let alone authenticated files (claim 
3). As discussed above Dedrick does not rely on marketing characteristic selected from the 
group consisting of age, sex, and income (claim 4), nor is there any reason to interpret 
Dedrick as contemplating that the marketing characteristic includes data obtained from 
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information provided in response to a previous electronic commercial. Dedrick is silent on 
the use of use video clips in the advertisements as opposed to web pages containing the 
advertisements (claims 6, 7, 8, 16), using e-mail to transmit the commercials (claim 10), 
transmitting commercials within a specified time of their creation (claims 1 1, 12, 16), or 
using a specified minimum percentage of individualized commercials in a campaign (claims 
14, 15, 17). 

Conclusion 

None of the references anticipate or render the presently filed claims obvious. 
Angles et al. and Robinson, by themselves or in combination have anything at all to do with 
individualizing commercials, but instead teach selecting pre-existing commercials according 
to one or another schemes. Dedrick teaches customizing advertisements, but only at the 
client side so that the customized advertisements are never transmitted to a recipient as part 
of an advertising campaign. Neither are there any teachings, suggestions, or motivations 
relating to most of the various limitations in the dependent claims, including transmitting 
commercials as [stand-alone] executable files, authentication of commercials, use video 
clips in the advertisements as opposed to web pages containing the advertisements, using 
e-mail to transmit the commercials, transmitting commercials within a specified time of 
their creation, or using a specified minimum percentage of individualized commercials in a 
campaign. 

Request for Conference 

The present application is of the greatest personal importance to the applicant. If 
after considering the above arguments and the claim modifications the Authorized Officer 
still considers the claims to be unpatentable over the prior art, the undersigned would 
appreciate the opportunity to discuss this matter directly. This could be accomplished by 
telephone, or if the Authorized Officer finds it appropriate, the undersigned would be 
pleased to come to Washington to discuss the same, and perhaps develop claims that would 
be considered allowable. 



Respectfully submitted. 
Fish & Associates, LLP 



Dated; 




Robert D. Fish 
Reg. No. 33,880 

Attomeys for Applicant(s) 
1440 N. Harbor Blvd, Suite 706 
Fullerton, CA 92385 
Tel.: (714) 449-2337 
Fax:(714)449-2339 
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CLAIMS 



What is claimed is: 



1. 



A method of conducting an advertising campaign, comprising: 



selecting a plurality of targeted prospects for the campaign; 

identifying a marketing characteristic for at least some of the targeted prospects; 

defining a group of components to be included in the campaign, for which there are at 

least two alternatives; 
subsequenUy creating a new individualized commercial for each of the at least some 

of the plurality of targeted prospects by automatically assembling at least one 

of the alternatives for each of the components in the group based at least in 

part upon on the marketing characteristic; and 
electronically transmitting at least one of the individualized commercials to a 

recipient having the marketing characteristic upon which the commercial 

being transmitted was based. 
The method of claim 1 wherein the step of electronically transmitting comprises 
transmitting at least some of the commercials as executable files. 
The method of claim 2 wherein at least some of the executable files are authenticated. 
The method of claim 2 wherein the marketing characteristic is selected fi-om the group 
consisting of age, sex, and income. 

The method of claim 2 wherein the marketing characteristic includes data obtained 
firom information provided in response to a previous individualized electronic 
commercial. 

The method of claim 2 wherein the group of components includes at least three visual 
components and at least one audio component. 

The method of claim 2 wherein at least one of the components comprises a video clip 
and at least another of the components comprises an audio clip. 
The method of claim 2 wherein at least one of the components comprises a video clip 
and at least another of the components comprises an audio clip, and at least a third 
component comprises a branding graphic distinct from both the video clip and the 
audio clip. 
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9. The method of claim 2 wherein a variability in the group of components comprises a 
language employed on an audio clip. 

10. The method of claim 2 wherein the step of electronically transmitting comprises 
sending an e-mail through the Internet. 

11. The method of claim 2 wherein transmitting of at least 1 0% of the commercials 
occurs within 24 hours of their creation. 

12. The method of claim 2 wherein transmitting of at least 10% of the commercials 
occurs within 2 hours of their creation. 

13. The method of claim 2 wherein the step of creating comprises producing an average 
of at least one of the individualized commercials for every 500 of the targeted 
prospects. 

14. The method of claim 2 wherein the step of creating comprises producing an average 
of at least one of the individualized commercials for every 50 of the targeted 
prospects. 

15. The method of claim 2 wherein the step of creating comprises producing an average 
of at least one of the individualized commercials for every 1 0 of the targeted 
prospects. 

16. The method of claim 2 wherein the marketing characteristics include age, sex, and 
income, and at least one of the components is a video clip and at least another of the 
components is an audio clip, and transmitting of at least 10% of the commercials 
occurs within 24 hours of their creation. 

1 7. The method of claim 1 5 wherein the step of producing comprises creating an average 
of at least one of the individualized commercials for every 500 of the targeted 
prospects. 
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5. 
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AMENDED CLAIMS 

[received by the International Bureau on 09 March 2000 (09.03,00) 
original claims 1, 5, 9 and 11-17 amended; remaining claims unchanged (2 pages)] 

A method of conducting an advertising campaign, comprising: 
selecting a plurality of targeted prospects for the campaign; 

identifying a marketing characteristic for at least some of the targeted prospects; 

defining a group of components to be included in the campaign, for which there are at 

least two alternatives; 
producing a number of individualized commercials by automatically assembling at 

least one of the altematives for each of the components in the group based at 

least in part upon on the marketing characteristic; 
electronically transmitting at least one of the commercials to a recipient having the 

marketing characteristic upon which the commercial being transmitted was 

based. 

The method of claim 1 wherein the step of electronically transmitting comprises 
transmitting at least some of the commercials as executable files. 

The method of claim 2 wherein at least some of the executable files are authenticated. 

The method of claim 2 wherein the marketing characteristic is selected firom the group 
consisting of age, sex, and income. 

The method of claim 2 wherein the marketing characteristic includes data obtained 
firom information provided in response to a previous electronic commercial. 

The method of claim 2 wherein the group of components includes at least three visual 
components and at least one audio component. 

The method of claim 2 wherein at least one of the components comprises a video clip 
and at least another of the components comprises an audio clip. 
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8. 

9. 

10. 

11. 

12. 

13. 

14. 

15. 

16. 

17. 



The method of claim 2 wherein at least one of the components comprises a video clip 
and at least another of the components comprises an audio clip, and at least a third 
component comprises a branding graphic distinct from both the video clip and the 
audio clip. 

The method of claim 2 wherein the variable component comprises a language 
employed on an audio clip. 

The method of claim 2 wherein the step of electronically transmitting comprises 
sending an e-mail through the Internet. 

The method of claim 2 wherein transmitting of at least 10% of the commercials 
occurs within 24 hours of their production. 

The method of claim 2 wherein transmitting of at least 10% of the conunercials 
occurs within 2 hours of their production. 

The method of claim 2 wherein the step of producing comprises producing an average 
of at least one of the individualized commercials for every 500 of the targeted 
prospects. 

The method of claim 2 wherein the step of producing comprises producing an average 
of at least one of the individualized commercials for every 50 of the targeted 



The method of claim 2 wherein the step of producing comprises producing an average 
of at least one of the individualized commercials for every 10 of the targeted 
prospects. 

The method of claim 2 wherein the marketing characteristics include age, sex, and 
income, and at least one of the components is a video clip and at least another of the 
components is an audio clip, and transmitting of at least 10% of the conmiercials 
occurs within 24 hours of their production. 

The method of claim 15 wherein the step of producing comprises producing an 
average of at least one of the individualized commercials for every 500 of the targeted 
prospects. 
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